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Pursuant. tQ the ...provisions of 37. CFR. 1 .193* . Appellant 
responds to the Examiner's Answer as follows: 

General Overview : The Examiner's Answer includes a number of mis- 
statements, inaccuracies... QYer.sigh.ts . aiid . non-sequiturs*. that; as 
will be observed from the text itself and from the following 
discussion, ultimately result in unsupportable and erroneous 
conclusions . 



REPLY BRIEF TO EXAMINER'S ANSWER 



HONORABLE .COMMISSIONER. OF PATENTS 

AND TRADEMARKS 
Washington* D. C. 20231 



Sir: 
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Since additional case law i§. relied, URon in this. Reply 
Brief, a supplement to Appe ndix B of Appellant's Appeal Briefs is 
submitted herewith .to add . re ferenc.e.s tg. the additionally cited 
authorities. In addition, the Examiner has repeatedly rejected 
the claims based upon ]cQQwle.dge . of a perspQ ordinary. skill in the 
art without first establishing that such knowledge exists in the 
art. . Further, . the Examiner does, not -stAte. the basia .fop 
contending that one skilled in the art would be inclined to 
combine .the two .references . relied- U£on without . improper: hindsight 
reasoning. And also, the Examiner fails to address in any way 
the extensive evidence, provided by Appellant including, 
substantial evidence of long-felt need answered by Appellant's 
claimed invention, which overcomes -Q.hviauan.aaa even.. if. one 
accepted arguendo the rationale advanced by the Examiner. 
Failing. not Just one .but . in. fact ALL of the. foregoing,. Appellant 
contends (a) the Examiner's conclusions are erroneous, (b) these 
conclusions . should be .reversed on appeal* . and (c\ . Appellant' s 
application should be remanded to the Examiner for allowance. 

All Qf the foregoing: can, be . readily. Qh^erved from the 
prosecution history to date. To facilitate consideration by. the 
honorable .Board Qf Appeals (hereinaf ter . the. "Board"! * comments 
are now set forth in the same order as the material appears in 
the Examiner's Answer. 

1 „ . . Page 2, item. (7) i . . Ttie Examines' s. Answer . contains, the 
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representation "Appellant's brief includes a statement that the 
claims stand and fall together." However c this is not true. To 
the contrary, Page 6 of Appellant's original brief includes the 
statement .under; the . heading. "Grouping^ .of. Claims" i .."The . claims on 
appeal are separately patentable and do not stand and fall 
together ; and the reasons for the separate patentability are as 
follows." Similarly, on page 8 of Appellant's Supplemental 
Brief,., there, appears, the statement:. "The. claims - qiv. appeal, are 
separately patentable and do not stand and fall together ; and the 
reasons for the separate patentability are as follows." 
(Underscoring added) . 

2 ^ Qn page. .3, . item . (91 < ..the. .identification .of the inventor 
of the cited reference appears incorrect. The indicated patent 
shows the patentee's name to be Evans t not Evan. 

CLAIM REJECTIONS - 35 U.S. C. 103 

3. On Page 3, commenting on the basis for rejecting claims 
1-42 as unpatentable over Evans (U.S. Patent 5, 924, 074) , the 
Examiner characterizes Evans as teaching "a medical data base 
supervisory .control .system." This, statement, mis-characterizes 
both the nature and scope of Evans, which it will be observed 
does not even once use the terms "supervisory", or "control" 
anywhere in the specification, drawings or claims of the patent. 
In. point, of fact,- as. 4istinguished^from Appellant' s.. invention 
that expressly advances the art for both the supervision and 
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control of medical records, Evans is simply a system for storing 
ansi retrieving electronic; medical record. 3Ad .incorporates by 
reference the "components that support data definition, data 
access.,, security*. prQgr^irutiiag_ language interface ^i\d .data 
administration" of database management systems known in the art 
as .ot -the time -af . said, invention*.. - (See Evans, Qol ^ XAt. tine 59 
to Col. 14, Line 7), On Page 3, Section 1(b), it is not 
understood .why .the. v^ords. "including interconnected. CQiriputers" are 
underscored. 

Page . 4 . item .(cL< line Z L.. The .parenthetical .statement 
is made M (thus, authorized health care providers can access a 
record* while. other providers, .use. the. same record^ .which is 
readable as identifying medical data for each of said patients 
with condition (sic)_ required, f o.r. accessing.. 5aid.sBiedic.al 
data) (see col 2, lines 53-64). " Appellant's comment: This is a 
Clear non-sequitur... Jxx point, of f^ct^. it is. illogical. to either 
conclude or infer from a piece of prior art that shows permitting 
concurrent -access , i^y owiltiple. providers (i ^e , .< ^ .enabling 
condition) that the prior art teaches identifying conditions 
required for . accessing 4atajLi..e.. c ^ limiting, condition)^ 
Appellant avers that such a conclusion is clearly erroneous. 

4 b.. The Examiner . proceeds .to ^ 4dmit .at .line. 5 Qf. item. ..(c) : 
"But, Evans does not explicitly indicate data processing means 
responsive -to. ^a .request £Qr .patient, medical. 4a ta . tor .ccmp^ring 
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said request with said conditions required for access to said 
cjata... ^ngi* wh^n, §aicL request. £ail§. tQ QQjt^ly with said, conditions, 
for denying access to said data." Nevertheless, and without 
explaining .how it does so t .the Examiner states: "However <■ Evans 
implicitly indicates the point of care system issues a request 
far patient 4a ta ^. the. patient locator reoelves the. request 
from the point of care system and attempts to find the patient id 
for the record having ,the requested patient data as determined, 
if no patient id is found the patient locator reports an error at 
this^ pQint vtXe. patient data, r^ppsito^y; may .reopv.er fvom the error 
by either restarting the process or by ending the process; which 
is readable as data processing; means responsive to a request for 
patient medical data for comparing said request with said 
cQRditiQQS .. t^quirecl jEqz: . acqess to said . 4a ta. ^A4c wh^n. . said 
request fails to comply with said conditions, for denying access 
to said data ..." (Underscoring of "implicitly;" added) . (As 
discussed in greater detail below, "implicitly" is synonymous 
with, "inherently. "1, The Examiner then stains tha.t "it_ wo.u!4 .have 
been obvious to a person of ordinary skill in the art to modify 
the teachings of Evans with the ste£ of data processing means 
responsive to a request for patient medical data for comparing 
said request ".with said . Qpr^ditioPA. required for. aQQ^ss . of. .said 
data and, when said request fails to comply with said. conditions, 
for denying .access to said data." (Emphasis added). Continuing, 
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"This modif ication " "would allow the teachings of Evans to 
improvQ ,thev acQuraay_ and reli^i^l.ltx of the standing prder 
database search system and method for internet (sic) (intranet?) 
and iotexn^ appliQaiiQru and' pxQyiqle instant . aqqess tQ. a 
patient's electronic medical record by authorized health care 
prQviders from, any, geAgLraphi.Qal .lQQ_a.tiQn ^" (emphasis added) . 
Appellant's observation: The Examiner's admission that the 
elements taught, by. .^Epel.lanfc. (i) ^ee^esent ~a ijiQdif.iQatiprv^ and 
(ii) result in an improvement over the system taught by Evans 
wouXd app^ax .ta bQ .an argument , in support of (rather than in 
derogation of) patentability , for if Appellant's modification 
provides an improvement (a . long-f Qlt need in the . art c as 
mentioned below and as cited in Appendix C to the Supplemental 
Brief;) , this. i$ a . WQll-^QCpgni^ed factor supporting non- 
obviousness . Notwithstanding, not only does the Examiner's 
Answer .fail to . prQRe^ly:. aocpunt tor . th<* , Qf the, modif ication 

and improvement he expressly acknowledges are present over the 
psipr ast* . AppeliaAt.. firids so r^feronee. whatsoever, irv the 
Examiner's Answer to Appellant's extensive arguments relating to 
long-felt, need- which, oversight . is, x;om^en.te4 on. \i\ ..grater, derail 
below. 

4 q^ The aboYe-quQt^ed .ExamiQ^rVs. Qonclusips .that " it would 
have been obvious to a person of ' ordinary skill in the art to 
modify the teaching - Qt Evans." as <Xe£ ined. by .Appellant' & Qlaim is 
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merely stated without support;. The {Cxajtiip^r does . not .provide any 
evidence (nor could he) that such a modification was well known 
in the art* jnucti le§s cite . any prior art ref erence_ that expressly 
suggests so doing. According to Appellant's understanding (and 
as set • forth in his oited .authorities 1 there -must. tie. shown, ^ome 
basis for such conclusion. Having failed to provide any, the 
Examiner's QQnclusion. is unsngportakle and^Qannot. fee. countenanced 
as forming the basis for rejecting Appellant's claims. 

5 ... Turning . tQ page 5 Qf the Examiner's Answer c .there are 
several non-sequiturs . In the first paragraph, the Examiner 
writes * pareotheticaily; "(thus, the [£yaAS.L system. provides 
several levels of security fpr access to patient data, which is 
readable ^ as -tl\e. -identity of .the requesting, party I However 
Evans does not teach or suggest that several levels of security 
is . to be . read* as . authenticating: thQ. identity, of a. par t^, . nor is 
there any indication given that such a proposed reading is the 
ordinary, and . customary. meanin<L.Q.f the terirL in. th,e. field. 
However, even if such reference to a tiered password system in 
Evans w.ere .considered, to. teach or suggest authenticating^ the 
identity of a party as defined by Appellant's claims, the claims 
(being, dependent L are /patentably. 4istinguisl\abie on . grounds., set 
forth with respect to the claims from which they depend. 

6 v in the* .second .paragraph, on . paae 5 of . the , Examiner' s 
Answer, the statement is made that "the healthcare provider can 
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track referrals by entering the identity of persons who referred 
this >Ratie.n,t. to. thei^. ca^e., which i$ read^te .as tentatively 
identifying records fulfilling the criteria specified in said 
request .fox: .medical. (sicK,/' Qrxee. ^gaio^ there .ia-no. basis in 
either the teachings of Evans or the ordinary and customary 
meanings, given, to .terms, .in. the f i^lcL to conclude or inter that 
tracking referrals by entering the identity of persons referring 
a ^ patient ^ to- theit ..cace.. sbQul4 t>e r;e.acl ^s tentatively identifying 
records fulfilling criteria specified in a request for medical 
(data,),. . These, -axe. 4if£§£<sQt . cQAcepts an4 the. Examiner provides 
no explanation as to why one would be inclined to view them as 
being and. the. s_ame^ cqt wqu,14 this, be. a p^Qpes reading either 
of Evans or Appellant's invention. However, even if such 
reXer^nce in Evaxis tQ . a. .tracking oi.. referrals. l^y. entering, the 
identity of persons who referred them were considered to teach or 
suggest. tentatively identifying: .r.^cQrcJs. fulfilling. criteria 
specified in a request for medical data as defined by Appellant's 
claims.!. the. .claims (being.; 4ependent \_ a^e patentable, 
distinguishable on grounds set forth with respect to the claims 
from .which .they . cjep^nd. 

7 * , Appellant, diaagnees . with. the.,.£x^iQiner'.s. . opnclus ions . set 
forth in paragraph 3 on page 5 that Evans "teaches a system as 
claimed, wherein said means for requesting said medical data 
includes means for indicating what part of said records is 



desired (see figure ISA)". To the contrary there is no basis 
given ir\. figure ^1$A^ for such. unsuppQrtablQ qonqlusion. Figure 
ISA discloses steps associated with locating the patient id 
(PID).,. 2.51 , . and. lo.cating^ the patient record, .254. Nowhere within 
figure ISA (or for that matter anywhere else within Evans) is the 
prQblQui . 4ddro.ssQd .of locating, .within .the .p^tieinjt r^cQtd a 
specific "part of said records," as addressed by claims 6 and 47, 
or "identifying the reason that said records are desired c " as 
addressed by claims 7 and 48 of Appellant's system. However, 
even .if . .such. ref^rencQs ii\ figure 15& Qf Evans, wer^. considered to 
teach or suggest locating a part of a record and/or identifying 
the reason such records were desired by; the requesting p^rty,. the 
claims (being dependent) are patentably distinguishable on 
ground^ set forth,, with .respect tP the .ql aims, front which t^hey 
depend. 

8. In the fourth garacjragh Q n page. 5 C it is similarly 
erroneous to suggest that there is any basis, either expressly 
stated *qr. implied , ii\ Ev^n^ to. assort, that tracking: *rof errai§ by 
entering the identity of persons referring [the] patient to their 
care should be read. as ^means for identifying records fulfilling 
such request further include data symbolic of medical symptoms". 
The ^xaminsr. has nQt_ shown, (nor could he I thai;^ ^var\s . ^pressly 
states or suggests his use of these terms should incorporate this 
additional meaning,. , nor that the proposed meaning is. inherent in 
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the ordinary and customary definition of the terms employed, 
Kletri^nt^ 2 $2. ^nd. 254 Qt_ figure l$A t Which ar$. Qxpressly; olt^d by 
the Examiner, are the patient identifier and the patient record, 
iieith^r. Qf. which ar^ dq,ta ^ym^QliQ „q£ {n^dioM . patents However, 
even if such references in figure ISA of Evans were considered to 
teach .or suggest xLata^ymhp lie .of. pa^tont^ ^i^aptQni^ t the ql.aims 
(being dependent) are patentably distinguishable on grounds set 
forth .with. £$spe.ct. vtp. . th^_ Ql^aiiri^ froitL which thoy_ctepQndU 

9. With regard to the fifth paragraph on page 5, the system 
^et-UTQing, the. provider, tp the patient. oKa^t. window dpe^ not 
propose or suggest "identifying records fulfilling data symbolic 
Qf .the. qjttsibute^,. levels at findings indlc^ted^ within^ said 
diagnostic tests." Clearly, figure 7 and the corresponding 
portion.. Qf . the .Eya^s/. ^p_eQif iQatip^ 3d_drQS§_ qpil.eQt^04 view 
diagnostic test data. However, nowhere within Evans is the 
prx>blQm ^dcix-essed of s.ea^Ql\iQg_ for ^pocitiq. paxts^ Qjf the patient 
record, much less specific attributes within specific parts of 
the patient. recQ^d^ ^ QLddro.sL3.ed bx,. clain^ iO^ l\ r 51. $nd. 52^Qf 
Appellant's system. However, even if such references in figure 7 
of Evans, .were .qonsid^r^ci tp te^Qh. .suggest .looatingL a . p^£t .Qf a 
patient's record based on the attributes, levels or findings 
within, earlier diagnostic te^ts^ the. .Ql^im^ . (beirig^ dependent!, are 
patentably distinguishable on grounds set forth with respect to 
the -clajras f^Qia. which thQYL defend. 
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10. With regard to the last paragraph of page 5 of the 
Examiner's Answer, Evans does not propose or suggest that 
consultation "regarding courses of action to obtain a diagnosis" 
ghpuld £>q^ £e£cl as^ suggested £y_ thQ Ex§niin.e£ c a$_ "inQli4ci£. data 
symbolic of modes of treatment or medical services rendered." 
The. Examiner does not explain (or could he^ wh^ the terms 
employed by Evans should be interpreted in a manner that is 

dif tor^nt than - t*ie^ Qr4in4:c& %r\A Qii5.tQ.mary jTie.aAiQg^ ^n<X he 
certainly cannot cite such teachings in the Evans reference 
itself. As noted above, . nowhere within Evans is the problem 
addressed of searching for specific parts of the patient record, 
muQli. Iqsjs. searching .base^Qr^itiQd,e^ Qt. tteLatmgQt. on iuediQal 
services rendered, as addressed by claims 12, 13, 53 and 54 of 
Appellant's system. However^ .even if Evans' reference to 
consultation regarding courses of action to obtain a diagnosis 
wene .QQnjsidorod to te^Qh or suggest .lQQating_ ^ R«uct Qf a 
patient' s record based on the modes of treatment or medical 
services that were, earlier rendered to that patient^ the claims 
(being dependent) are patentably distinguishable on grounds set 
forth with .r^spQQt .to. -the Ql^litia frQUt ytiicti they depend. 

11. With regard to the first full paragraph, page 6, 
Appellant avers, that Claims 14-15 and 55-56 (b.eing^ subordinate 
claims) patentably distinguish over Evans for reasons given with 
rejspect. to. Qlaim§ X and (j£qt Claims 14-15.) aQd^ Qlaici^ A? and 49 
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(for Claims 55 and 56) . Moreover, Evans does not disclose or 
suggest that annotation Qf patient data. £>y a health care prQyider 
should be read, as suggested by the Examiner, as "identifying 
records ^ .including, .data symbolic Qf attending. physician 
identity," The Examiner does not explain (nor could he) why the 
terms, eiuployed.by Evan^ should be interpreted . in. 3 manner that is 
different than the ordinary and customary meaning, and he 
certainly cannQt cite., sugh teachings in .the. Evans, r^fereijce 
itself. As noted above, nowhere within Evans is the problem 
addressed. of searching^ -£px specif ic parts of. the patient r^Qprd, 
much less searching based on attending physician identity or the 
date of .Qar^/. as. addressed. t>y claims 14.<..1A* 55. and 56 of 
Appellant's application. However, even if Evans' reference to 
annot^U-Qn - of v reicord^ by^ a .physician were .Qon.sider.ed to teach ot 
suggest locating a part of a patient's record based on the 
attending physician . qa th^. date Q.n. which... §uch medical services 
were earlier rendered to that patient, the claims (being 
dependent \ $re patentalsly. disXiQg^ishabie.on grounds set fc^rth 
with respect to the claims from which they depend. 

12,. nxtti .regard .to. th$^ second, full paragrapti .on Fage .6 of 

the Examiner's Answer, the Examiner's Answer fails to state the 
basis - fQr his. CQnciusion . that . the. description, at .Qp lumn . lines 
21-31, of the Evans reference indicates a "standing order" that 
wiil automatically initiate an attest to r e tri eye ^ certain pre- 
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determined types of medical data^ ^though the £^£QrQi\qed 
passage states that the Evans system automates and simplifies 
existing -me thQds q£ patient qhart qr^ation, , jaainteAatiqQ. and 
retrieval, it accomplishes these benefits in the specific manner 
taught by E^ans^ That. r.Q^eJCQAoe. q^nnot*. .ciqtqIx by the statement 
of this broad objective, cover every other method ; of automating 
arid, simplifying: the. x$tr\ey$l q£ patient, data.. ir^s^qtive of 
whether it is expressly envisioned or taught in Evans. The fact 
is that Evans dae.s .noX teacb Q£ ^uggeLst; . the. qr.eatiQn q{ a 
"■standing order' 7 for retrieving pre-determined types of data in 
specified ,qirquiast,aticQ£^ ,a$ taught by Appelant, §ut QY^n if it 
did, Claims 16, 30 and 57 (being dependent claims), distinguish 
for rQasQns. given, xith ^spaqt to. the qiaiius f^om. which t^hey 
depend. 

i3. v with, regard Qiaipus 1.7 c $8. aAd. §3^ discussed. iQ the 
fourth full paragraph on page 6, the referenced section of Evans 
merely says. "qapture data i£ a P^ti^nt reQord *At a, PQi.nt of. . qare, 
wherein the patient record includes a patient identifier and at 
ieast QAe data - struotur.e ir\ciudii\g^ th&.. patient id^ntitior . asd the 
data". It is a non-sequitur to contend that "capturing data in a 
patient, reccjrd. isqlijding: a. patient . identifier" arid -the., data 
itself either teaches or suggests the "names of each of the 
parties ^ha's permission^ im^st be obt^ijx^d prior, to t£e reieas^ of 
the such (sic) medical data" inasmuch as, by Evans' own teaching, 
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such patient record only identifies the patient and the data 
itself- But even, if it cJid, Claints 11, 58 asd 63 (b,ein,g 
dependent claims) , distinguish for reasons given with respect to 
the claims frQin vhiqh they ciepencL 

14, With regard to Claims 18-19, 59-61 and 78 discussed in 
the fifth full /paragraph. QH. page 6* the Examiner states, that 
"Evans teaches a system as claimed, wherein said conditions 
required fQ.r accessing said, medical data further . in.cl.udQs,. {sic) 
an indication of the charge that will be assessed by the holder 
qf .suck mediqai dat^ for: the part, Qr id the. fonn,. specified by 
the requesting party (citing Evans, Cols. 6,7, lines 54-67 and 1- 
5Xv HQwever. Appellant, finds thjat ^th.^ Qited passage in Evans, 
merely deals with the steps involved in accessing and filling out 
a * form tP e^ten an. identif icatiQn Qf the patient's problem. The 
reference says absolutely nothing about what the charges would be 
for pe.ritiitting. aQcess. to suq^ reqcrd (si ^ .not do.es.. it. Cor . any 
other portion of the Evans patent) even contemplate that payment 
for . release . Qf suck recprd (si . might &e propa^ed. by ...the- reQQrd 
holder. Accordingly, the Examiner's proposed reliance upon this 
reference, i_s . cleanly erroneous.. 

15 a. With regard to Claims 20, 34 and 75 discussed 
beginning, in the .last .paragraph, on page 6 £ .Appe.li.ajxt. finds, th^t 
the cited passage relates to a tiered password system rather than 
a v xx f irenail. li.mitio<L access ta searching^-" Xhe ordinary; and 
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customary meaning of these terms are distinct and nowhere <£oes 
Evans either suggest or imply that his use of the terirh v 'ti$red 
password system'' should include all of the attributes normally 
associated with a "firewall" by those skilled in the art and 
nowhere within Evans is there any teaching whatsoever of 
searching for portions of records as contemplated by Appellant' s 
invention; However, even if such reference were considered to 
teach or suggest the firewall defined by Appellant's claims, the 
claims (being dependent) are patentaibly distinguishable on 
grounds set forth with respect to the claims from which they 
depend . 

15 b. With^ respect to Claim 22, Appellant submits there is 
no relevance to the Examiner's observations inasmuch as Claim 22 
(in addition to the limitations of Claim 1 to: which it is 
dependent) includes "means for a patient to grant permission for 
the release of his/her medical data." The granting of permission 
by a patient to the release of data is not related to a password 
system or firewall. 

16, In the first 'full paragraph of page 7 discussing Claims 
21, 31, 62 and 72, the citdd portion of the Evans specification 
merely describes the location and description . of patient data 
with a patient identifier along with grouping of data for rapid 
retrievals Appellant is unable to find any teaching or 
suggestion qf producing an indicia of the degree to which data 



listed in such data index match specified criteria. This type of 
teaching; pertains to searching^ for records. Since,, as noted 
above, the Evans patent does not even provide for such searches 
CnQwhe^e, is„ ihe . wQrcl ox Qorxp^pt Qf "s^a^Qh^' .sviei^ us ^d^ within 
Evans), it is illogical to assume that the degree to which search 
results match specified criteria would be addressed in Evans. 
However, even if such reference were considered to teach the 
additional . fe^ture^ clef i£§d £>y Appellant' 5 claims ^ the. claims 
(being dependent) are patentably distinguishable on grounds set 
forth with respect to the claims from which they^ depend. 

17 a. With regard to the second full paragraph on page 7 
discussing: Claims , 2.3 ^nct, 67^ th<^ E^rciinQr states., .thai. Evans 
teaches a system as claimed, wherein said at least one data base 
includes a billing; means for access to said medical data. This 
is erroneous. As noted above, Evans does not even contemplate 
q,s§.e.s.s.ingL ^ugh^rgie ..for.. ^qc^gs xp patient 4ata^muqii. Iqs^ describe 
any of the mechanics that would be involved in billing and 
collecting; payments associated therewith. Additionally, ^with 
respect to Claim 23, Appellant deems it evident that it 
distinguishes. patQnisbly .qo. ihe grpunds .crt^d for j^l^im. 22 .. 

17 b.. With respect to Claim 67, Appellant submits there is 
no. .relevance, to the Examiner's observat ions L inasmuch as Claim 67 
(in addition to the limitations of Claim 42 to which it is 
dependents .includes. M $ ^st^p. <*f iclenfifyingL a. party^requ^sting 



access to said medical data." The identification of a party 
requesting access is not related, to. a filling means . 

18. As to the third full paragraph of page 7, with respect 
to Claims . 24-25, . 64. arid ..66,. .A2P.ellant.ha5 . searched, the cited 
passage (as well as the rest of Evans) in vain for any reference 
to ."the preferred, means, fox:, coAtaQting such party to . request 
access to and release of the said patient's medical data". The 
cited passage, merely, states: "obtaining^ a. patient identifier, 
locating a patient record corresponding to the patient identifier 
in the patient .data xepositQi^:, and., determining the location of 
the patient data within the patient record." There is no 
teaching . or: suggestion, ot.any .means for .contacting the .patient to 
request permission to release data, let alone a preferred means. 
Similarly, there is - no teaching or. suggestion of. any means., for 
the patient to grant such permission to release the requested 
medical d^ta. 

19. With respect to Claims 26,_ 43 and 45-46, the last 
paragraph on page 7 states that "Evans teaches a system as 
claimed,, further includes, tsic I. . .means, .f qx . identifying the party 
requesting access to such medical data (see figures 17A and 17B, 
Col. 10, lines 42)" The cited passage reads: "As determined at 
282, if the registry includes an interface for the external 
source.^ . J', i . and the related .item in. Figures 17A ..and 17a are 
"registry include interface for external source?" The foregoing 
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responses are to step. 2$Q, cjescr:ibQd $t Qo^.. £ixie§_ 38-43^/ 

"The data manager 202 issues a request 280 for patient data from 
an Qxtor.nal, sQurqe v At tjne i^t^rfacQ .iu^nage^ 27.0 determines 

if the registry includes an interface for the external source . . 
«. ..." How^v^r, iQ -E^vaA_s. thQ_43ta la^rxager 2,02^. 35. defied, at . 
Column 8, Lines 20-22, is not a "party" but is merely one of the 
QQmgoaeQta q£ th^ patient. d£ta £^QsXtQry: 1^02^. . h$ s.UQh It is 
either hardware or (more likely) software that is specially 
p^og^^miaed , in, or^ex^ t° emulate.. k^rdVqxe. .and Pe^f qt*& these 
functions. Accordingly, Evans can hardly be said to be 
"identifying .tjri$ p^tYl' (i . ^. ^ thjeL patient/ . ^ .specific .pr.QY^der 
or some other person) "requesting access to such medical data," 
let alone .autljejiticat iogL that . person^' 5 identity;.. . 

20. As to the first paragraph on page 8 discussing Claims 
27-29^.6.0-69 .73ju. lines 53-§ft<_ Qolmon Z of read: 
"electronically annotate patient data. Thus, a healthcare 
provider can. aQknowlQdge r$yi$wi{iq^ patient clat^ preside 
instructions, such as prescriptions for medication, to administer 
to. a .Ra.ti.QAt, . aj\d epp^ove. ^qcocimQn^atiQaa - for* triQ^tm^nt^y. Qi;her 
providers, all by electronically annotating a patient's record. 
In .^dditlQxu . ^uthQJclzQd. ti^aithQare.. p^oyidefs . q^r\ ,a£Qess .a regord 
while other providers use the same record for real-time 
coll ahoratixui^" - Tha_ EL&aminer states^ tha.t__ "Evans_ teachea -a._ method 
as claimed, further includes (sic) means for producing an indicia 
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of the required approvals for the release of such medical data 
that have not been secured, or that have been specifically 
declined (see Col 2, lines 53-60)." Nowhere in the quoted 
passage (or anywhere else in Evans or any other prior art of 
which Appellant is presently aware) is there any teaching or 
suggestion of "means for producing an indicia of the required 
approvals for the release of such medical data that have not been 
secured". Obviously, such does not exist from any kind of fair 
reading of the quoted text without first having reference to 
Appellant's specification and impermissibly using it as a guide. 

21. With respect to Claims 32-33 and 40 discussed in the 
second paragraph on page 8, Appellant would respectfully state 
that there is a substantial and patentable difference between a 
patient's billing information (i.e., the information used by 
providers when billing services, as such as addressed in Evans) 
and "means for billing a party requesting medical records" for 
charges associated with furnishing the medical data (as 
contrasted with charges for medical treatment) . In addition, 
Claims 32-33 and 4 0 are deemed to patentably distinguish over the 
references for the reasons given with respect to Claim 1, to 
which each is dependent. 

22. In the third paragraph on page 8, as to Claims 35-36 
and 71, the Examiner states that "Evans teaches a system as 
claimed, further includes (sic) means for producing an indicia 
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that the requested medical data have been received in an online 
memory cache means and are being. held there for download by; the 
requesting party." (citing Cols, 9 and 10, lines 61-67 and 1-17.) 
How<*yer c a§_ indicatocLUy: figure 12 SAd. dQAQ^iked. §/t^ Qol^ 9, Lines 
15-16, the Evans' cache is not an on-line cache but rather is a 
part. of the internal system. Thus it is both structurally as 
well as functionally different from the on-line cache defined by 
&RRell3jat' ^ claijn^. Xhe^ iA. *JA tnejitipn.. or suggestion ^rxywiiere 
within the Evans reference of using the cache to protect data, 
and certainly; no .teaching^ that the cache will prevent a party 
from gaining access to "hack" into the patient data repository. 
Evans/ stated ant.eQtiprv. is. th$X §UQh QachQ. QAly. facilitates .quick 
access to such data, whereas for Appellant's claimed subject 
matter,.. the reason for using^ the cache relates to data security 
and data protection. Moreover, Claims 35-36 and 71 patentably 
cii^t^ingulsti Q.ver\ ICvaris. .on the. qrQuud^ §et* forttufor . the 
independent claims to which they are dependent. 

23,. Referring to the fourth paragraph on page., 8 discussing 
Claims 37, 39, 47 and 80-81, lines 25-30, Col. 3 of Evans read as 
f qI^Low^: . "method .of .r^tjioyiug^ p^tieQt d^at^. in . eieottc^nic 
medical records system having a patient data repository, 
comprising the. steps of obtaining a patient. identifier^ . locating 
a patient record corresponding to the patient identifier in the 
patient, d^ta. xeRosj-tp^y, . ^ac^ 4eter^\rxirigL the .laqation. q£ . the 
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patient data within the patient record." Appellant submits that 
this cannot passably ]?a CQnstriiecl to. t^aqh. or suggest a "§te^ of 
creating a security log and retaining an audit trail with regard 
to. ail., of., the, coinztiuniQatiQrxs.. batwaan. ,tt\e, parties". a$ . requi^ad by 
the claims. Thus, the Examiner's argument mis-characterizes 
Evans' ctisclosura, . and. tha_ conclusions c^av^ix. the^af topi are 
inaccurate and erroneous. 

24... &3 discussed JLo.Raraqra^ 5 on. page .8.,.. with xaaeact to 
Claims 38, 74 and 79, lines 53-64, Col. 1 of Evans read, 
w Physicians Qf tan. uae pap_e£ fc>ased fQ.r©§. and charts, to. document 
their observations and diagnosis. Laboratories also produce 
patient data . in. numerous farina,. £^oia £-£ax. 3,nd .magnetiQ .resonance 
images to blood test concentrations and electrocardiograph data. 
Clinica anci .hospitaia. ina^ us a. a^. QQiqfeirxatiQii. Q.f eapar tja^ect charts 
and electronic data for patient records. The same patient data 
may .e*iat in ramQte .patiant, £iias lQ.catad at clinica, hospitals, 
laboratories and physicians' offices. Similarly, patient files 
at iQixg. heaithcara p^avidgt , typically. l\aya ,41 f f arent. incarnation 
than patient files at another healthcare provider. When in use, 
patient f ilea are ^ generally: net available .t9 Qt^er .haa.lthcare 
providers." The Examiner has attributed to the foregoing quoted 
passaga Appellant' teaching: of ^n£cri{iingi the .raqueatingL.pa r ty 
when medical data is in a non-digital form and the mode of such 
delivery*." However . aince . t^a. quoted .Raasaa© ia. praaanted in.. the 
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context of identifying a number of the problems of the then 
current art .(rgtljex. th&n 4a ,^ny xay^. ictar\ti£yi^ "the itipdeL 4a wtiich 
Evans intends to transmit information) , it is evident that 
unwarranted and unsupported assumptions .underlie the Examiner's 
conclusions and that the Examiner is impermissibly using 
&pp£li3At/ 5 - .^ecifiQatiQn ^s .g.. qu44e. to, r^aQh^hi^ ,QQnelU5.ipnS/ 
not any prior art. Nonetheless, even if Evans contained the 
required teaching (which it c^oes not^ these claims patentably 
distinguish on the grounds set forth with respect to the claims 
from .w&ic& they legend. 

25- Figure.. 22 ha^ keeQ. ^sse.rted i?y .the Examiner the 
sixth paragraph on page 8 as disclosing "means for allowing 
parties Xo . ^dv^rtise.. in the publiq portiQA^ Qf S3i£i system". 
However, Figure 22 is said by Evans to show "an example of a 
medication -iAteraQtiop window Qf. the, jaedic^tioQ iiiaQa.ger. Qf Figure 
21"; Figure 21 is said to show "an example of a graphical user 
intenf &ce .for. the JctecilqatiQA iQan^ger Qf, th§ refereAce database of 
Figure 18"; and Figure 18 is said to be "a block diagram 
iliust gating, the striictur^ Qf . the. ref^eAce. Qf .d4t^ba§e^ of ..Figure 
1." Nowhere in any of these references is Appellant able to find 
ciny -taachitig .or. suggestion -Qf ^ "meaQS.. far. allowing parties to 
advertise in the public portions Qf said system" as averred by 
the Ex.aituAe£ aAd- required fc>y. Ql^iin^ 4i_. ^ &QKever. eveii if^vans 
contained the alleged teaching (which it does not), Claim 41 
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patentably distinguishes on the grounds set forth with respect to 
Claim 1 to which it is dependent. 

26. With respect to Claims 65 and 70 (discussed in the last 
paragraph on page 8), the Examiner states that "Evan (sic) 
teaches a method as claimed, wherein said step of providing for a 
party to grant permission includes data symbolic of the identity 
of such party and data symbolic of the preferred means for 
contacting such party to request access to and to the release of 
said patient's medical data." In support of thereof, the 
Examiner cites Col 2, lines 53-60 of Evans which read: 
"electronically annotate patient data. Thus, a healthcare 
provider can acknowledge reviewing patient data, provide 
instructions, such as prescriptions for medication to administer 
to a patient, and approve recommendations for treatment by other 
providers, all by electronically annotating a patient's record. 
In addition, authorized healthcare providers can access a record 
while other providers use the same ..." Appellant points out 
that neither in the cited passage nor anywhere else in the Evans 
reference, is there any teaching or suggestion of "data symbolic 
of the preferred means for contacting such party to request 
access to and to the release of said patient's medical data" (as 
asserted by the Examiner). Clearly, neither Evans's system nor 
any other system of which Appellant is presently aware at the 
time of filing his application, contemplated providing the 
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patient with the opportunity for giving informed consent. 
Accordingly, it is evident that the Examiner's assertion has been 
made in error. Moreover, Claims 65 and 70 patentably distinguish 
over Evans on the grounds set forth for the independent claims to 
which they are dependent. 

27 a. With respect to Claims 76 and 77 discussed in the 
first paragraph on page 9, it is again noted that the cache 
defined in Claims 76 and 77 is an on-line cache and, as mentioned 
above, is distinguishable from the internal cache of Evans. 
Inasmuch as the cache in Evans is shown as being an integral 
component of the patient data repository 102 (see Figure 12) and 
used principally for quick access to portions of the data archive 
208 which is also a component thereof, there would be no reasoh 
for the system envisioned in Evans to send a notice that 
requested medical data had been received and was being held for 
download in said cache by a requesting party, as addressed by 
Claim 76, and/or for establishing a firewall specifically for 
controlling access to said cache by said requesting party, as 
addressed by Claim 77. In point of fact, the Evans patent does 
not disclose or suggest either of these claimed attributes. 
However, even if it did, Claims 7 6 and 77 are deemed to 
distinguish patentably over Evans for the reasons given with 
respect to Claim 42, the claim to which Claims 76 and 77 are 
ultimately dependent. 
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27 b. In addition to the foregoing, Appellant refers to 
the sections in his original and supplemental briefs that show 
patentable distinctions of his claims over the Evans reference. 
These sections are set forth at pages 14 et seq of the original 
brief and at pages 15 et seq of the supplemental brief. 

Section II (Beginning on Page 9 of the Examiner's Answer) 
28 a. In referring to the rejection of Claims 3 and 44, the 
Examiner reaches the unsupported conclusion that it would have 
been obvious to a person of ordinary skill in the art to modify 
the teachings of Evans and Anderson. These arguments are 
unsupported and incorrect for the reasons set forth in 
Appellant's Supplemental Brief beginning at page 24. In 
addition, as mentioned above, the fact that modifying Evans to 
include overt denial „of access except under the conditions set 
forth in Appellant's application and claims would appear to be an 
argument in support of (rather than in derogation of) 
patentability , for if Appellant's modification provides an 
improvement (where there has clearly and demonstrably been a 
long-felt need in the art, as mentioned below and as described in 
detail in Appendix C to the Supplemental Brief) , this is a well- 
recognized factor supporting non-obviousness. As indicated 
above, in addition to finding no express identification of the 
motivation to combine included within either Evans or Anderson, 
Appellant finds no reference. in the Examiner's Answer to 
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Appellant's arguments relating to the aforementioned long-felt 
need in the art which unquestionably supports patentability, 

28 b. As stated in Ex Parte Ryan 38 USPQ 550, and 
subsequently in other cases: "However, as has frequently been 
said, the facts of the history of the art development is a better 
guide as to what is, or is not, obvious than mere speculation." 

28 c. The Examiner has chosen to completely ignore the 
evidence made of record by Appellant that is set forth in 
Appendix C of both the original and supplemental Appeal Briefs 
and discussed in depth in both briefs. 

28 d. Beginning on page 23 of the original brief and page 44 
of the Supplementary Brief, Appellant made reference to the three 
documents listed in Appendix C which were made of record during 
the examination of the instant application on appeal. These 
references show the long-felt need for Appellant's invention by 
those skilled in the art to which this invention relates. These 
documents show the need for and failure to attain the privacy 
desired for patient medical records, something solved by 
Appellant's instant invention. This is the most probative and 
cogent evidence of record and clearly establishes that even if 
one assumes arguendo, that all the implicit showings as to Evans 
made by the Examiner are correct, it would still not render the 
instant claims on appeal obvious to one skilled in this art. 

28 e. Appellant can only surmise that the Examiner has 
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failed to comment on these references because they contravene 
what he has unsupportedly set forth as knowledge of those skilled 
in this art. 

THE EXAMINER'S RESPONSE TO APPELLANT'S ARGUMENTS 
(Page 10 of Examiner's Answer) 
1 a. The Examiner states that Appellant's assertion "is 
incorrect because Evans indicates the point of care system issues 
a request for patient data, the patient locator receives the 
request from the point of care system and attempt (sic) to find 
the patient ID for the record having the requested patient data, 
as determined if no patient ID is found the patient locator 
reports an error, at this point the patient data repository may 
recover from the error by either restarting the process or by 
ending the process ("ending process" is readable as denied 
access)." (Underscoring added). 

. 1 b. The foregoing, however, is directly contrary to the 
Examiner's admission on page 4, beginning on line 5 "But Evans 
does not explicitly indicate data processing means responsive to 
a request for patient medical data for comparing said request 
with said conditions required for access to said data and, when 
said request fails to comply with said conditions for denying 
access to said data." (Underscoring added). Reconciling the 
Examiner's observations appears to require (i) an interpretation 
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of the patient identifier as a condition; and (ii) equating 
"srvdirxq. process" with, "overt denMl Qf ^qqess", neither os^ of 
which appears to be consistent with the context in which the 
terjns. ^pp.ear. 

1 c. Concerning the foregoing; contention that "ending 
process" is effectively equivalent to an "overt denial of 
3CCQSSL",, .Applicant ti^.s preyiQusly written^ "Ho Accept 5^.ajniri^ f s 
argument would be equivalent to believing that the mere fact that 
wh^n a caller incorrectly dials a person' s telephone number the 
phone system is incapable of completing the call, negates the 
Qovelty Qf 4 system that is Q3.ga.bie. Qf blQ.Qki.ng_ ail inching 
calls unless specific pre-conditions are first met." (See 
Request for Reinstatement, . at pages . 20-22) , The Examiner has not 
made any effort to address this objection, or explain the basis 
fQr QontinjiinsL to qonterxd. that the tWQ teriti^ should be reacj as 
being equivalent. 

Id. Concerning the foregoing contention that the PID is 
equivalent to a condition as covered by Appellant's claims 
Cr^ther. th^ix, merely 4.n "identifier" the. {l^me . Ev^r\§ de&tgaated 
for it expressly states) , Appellant has noted that failure to 
st^te a correct PID results in the failure of the system to. know 
what to do next, and thus the indication of an error. Thus, with 
respect tp. figure. 15a*. SYarxs 4isQlo.se£L "&§. cleter^inied 4t Z$2^ if 
no PID is found, the patient locator 200 reports an error 253. 
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At this point, the patient data repository 102 (Fig. 1), may 
recover from the error 253 by either restarting the process or by 
ending the process." (Col. 9, Lines 44-48). As a consequence, a 
Qorreqt PID in t.hQ Ey^ns. systeR wou!4 resujt in^ iiraiecii^te ^qcess 
to the data whereas a correct PID in Appellant's system without 
fulfilling the conditions expressly established for access to 
such data, would result in an over denial of access. 

2. In. jreLsponse tQ the E^miii^r' a qommeiits. in th^ s^qoncj 
full paragraph on page 12, it is understood that limitations from 
the specification are not read into claims. However^ the 
meanings properly attributable to claims are interpreted in light 
Qf. the. §peci£ ic^tioR $ii<X siiQuld PQt ^ ,tajcer\_ out. Qf Q.orite?ct nor 
given tortured meanings. As indicated with respect to numerous 
claims in Part I, the Examiner has repeatedly igr\ored ordinary 
and customary meanings of terms, and instead imposed his own 
tort.ut;e<i. roacjirxg^ Qt phases within the. gv^aa. spe^i^lcat^o^. (m^ny 
of which interpretations are not even consistent with the balance 
of the Evans disclosure^ Appellant avers that there is no basis 
for one skilled in the art - reading the two documents and 
Qpuside^iiig^ ttieL. Qlakiins - in.. QQAte^t An& wtttiQut kenef it. of 
hindsight - to conclude that Evans teaches a system as claimed in 
Appellant's application and each and every one of 81 claims. 
Despite his purported agreement that claims must be interpreted 
"Qoosistent with. the. SReQitiqaJtiQrx, " thei EXajnajner. ]\a^ riQt. dpQq so 
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for the reasons pointed out above and in Appellant's briefs, 

3 3^. Irv. the £ir§t full paragraph. .Qf Page XX, the statement 
is made that "Implicitly Evans indicates as determined if no 
patient ID is found the. patient locator reports, an error at this 
point the patient data repository may recover from the error by 
either restarting, the process, or by ending the. process, ending 
process" is readable as denied access)," In this connection, 
please. §ee the. comments, abcve with -respect, to "ending proc^es^"- 
As noted above, Appellant contends that Evans did not intend and 
persons of ordinary s kill in the art would not under s tand .3 
patient identifier (PID) to be a "condition." However, even if 
one as^maes that "entering a current and . accurate patient 
identifier" is a condition, effectively as the Examiner contends, 
there, can. be no. jnistaKe that the parent claims tooth Claims. \ and 
42) include the plural form of condition, i.e., " conditions " . 
^QCQrcjirxgly, everx it orxe accepts the Examiner's qonterxtipn that 
"ending process" because of the failure of the entered data to 
match* a patient ip (i*.a. t a single condition) c there is nq 
teaching of a plurality .(i.e., "conditions") being reguired to 
access such .data.. This having been said/ it is., obvious, fr^m a 
fair reading of the Evans' and Appellant's disclosures that 
Appellaat' a conditions are itarlfediy d^fterent froiQ the alleged 
condition of Evans. In this connection, please see numerous 
references in Appellant' s. SReoif ication. desc r iki$g. such 
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conditions including ref erences. on p$g.es 3, 9, IJ, 23*. 2.4* . 25, 
26, 21, 28, 37. An example of such references is that on page 23, 
line 13, reading '\ . $.nd.an. Qrder fprm. indicating . Qf the 
approvals required before the holder will release it." 
(Underscoring add^d) . 

3 b. It is noted ag^in that the Examiner stated "Implicitly 

Evans indicates " In this connection, Applicant refers 

to -the, enclosed diati.QQary .de,f initioA. qf. "implicit" 3S $et. forth 
in The New College Edition of The American Heritage Dictionary of 
the English Language . (copies included herewith) in which 
"Implicit" is defined as: "Implied or understood although not 
directly . expressed*. . Inherent or. confined, in the., nature of 
something although not directly expressed." In short, it is 
synonymous with "inherent". In this connection^ . it is requested 
that the Honorable Board take Judicial Notice of the foregoing 
def init;^on. 

3. c. . As the. courts have .long heid* ^inherency.. can. oal.^ be 
established if the extrinsic evidence makes clear that the 
missing . descriptive, .matter .is, necessarily present . in. tke. thing 
described and that it would be so recognized by persons of 
ordinary, skiil^ . As. stated ..in. In re Robertson 49. .USPQ2d 19.49. {Fed 
Circuit 1999) : 

3 .d. . "Inherency,., however * m^y. not be, .established, by . 
probabilities or possibilities. The mere fact that a certain 
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thing may result from a given set of circumstances is not 
sufficient . " 

3 e . The Exairiine^ . repeatedly . acknowledges that Ev^ns does 
not explicitly disclose any data processing means responsive to a 
request for patient medical data for comparing said request with 
said conditions required for access to said data, when said 
request fails to goiitply -with, said CQnditiQhs^ for denying ^cqess 
to said data as claimed by Appellant. Reference to Col 9, lines 
39 to 48 and Figs 15A and 12 of the Evans patent shows that the 
only action the patient locator 200 can take is to report an 
error if the. [alieqedl. -one condition is not. *net; namely, the 
patient's unique identifier (PID) (Line 45). It cannot deny 
access to the patient data. At this point , a separate processing 
means 102 may recover from that error by either restarting the 
pcpqegs (not. a denial Qf access tQ the datal or ending the 
process (again, not a denial of access to the data) . Thus, 
neither means 200 nor means 102 can alone or in combination, 
compare the request for patient medical data with the conditions 
las .set forth, on the. ^bove-identlf ied pages of Appellant' s 
specification) required for access thereto and deny access to 
said data if the request fails. to comply with the conditions 
required for access. 

3 f. Tbus,. wfrat Appellant h^s claimed is not InheseAt in 
Evans and the Examiner has not set forth that "it would be so 
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recognized by persons of ordinary skill in this art." All tl^ere 
is of record is the Examiner's unsupported statement to that 
effect, which Appellant avers is not a proper basis for 
rejection. 

3 g. In the last paragraph on Page. 11/ the Examiner again 
admits that Evans does not explicitly indicate the subject matter 
of Claims 1 and 42, stating that ^ALTHOUGH EVANS DOES , NOT 
EXPLICITLY INDICATE THE STEPS OF CLAIMS. 1 AND 42, EVANS CLEARLY 
TEACHES THE CLAIMED SYSTEM". However, since he admits no 
explicit teaching, there must be a sustainable basis for \ his 
conclusion that Evans teaches- the claimed system; Appellant has 
been unable to find a supportable basis for the contention that 
Evans clearly teaches the claimed system. In this connection, 
Appellant respectfully calls, attention, again to the recent case 
of In re Robertson cited above which reads: vv To establish 
inherency, the extrinsic evidence *must make clear that the 
missing descriptive matter is necessarily present in the thing 
described in the reference/, and that it would be so: recognized by 
persons of ordinary skill' n (underscoring added) . Reference is 
also made to Scaltech Inc. v Retec/Tetra, L^L.C , (51 USPQ2d 
1055/ Fed Circuit 1939). : "The mere fact that a certain thirxg may 
result from a given set of circumstances is- not sufficient to 
establish inherency . " Accordingly, the Examiner' s unwarranted 
conclusions are deemed unsupported and should be overturned* 
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4. In the first full paragraph on page 12, the Examiner 
describes the optional inclusion of a cache 206, together with 
the coordination of transfer of patient data to and from a data 
archive 208. However, the Examiner provides no support for his 
conclusion that Evans' system would provide protection for the 
data in the memory cache in the described instance. The 
functions of the data manager 202 cited by the Examiner do not 
provide any greater protections fo^r the data within the cache 
than they do for the remainder of the system. Moreover, and as 
described in detail in Section I, certainly the Evans system does 
not provide the numerous protections afforded by Appellant's 
system (nor was it intended to) . 

5a. In the last paragraph on page 12, the Examiner admits 
that "Each applied reference does not expressly suggest 
combination with the other respective references". However, the 
Examiner asserts that motivation for combining the references 
existed in the prior art, although he has not identified such. 
In this connection, he did say that the "rnodif ication would allow 
the teachings of Evans to improve the accuracy and the 
reliability of the standing order database search system (bottom 
of page 4 of Examiners Answer). However, as mentioned above, in 
view of the long-felt need, such speaks in support of (rather in 
derogation of) non-combinability and of the patentability of 
Appellant's claimed inventions. 
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5b. In this connection, Appellant again observes that the 
Examiner's Answer did not address the important issue of long- 
felt need as set forth on pag^s 44 et seq of his Supplemental 
Appeal Brief, as more fully discussed above. Nor was Appellant 
able to find any argument as to the inapplicability of the 
quotation earlier on page 44 of the statement that "when the PTO 
asserts that there is an explicit or implicit teaching or 
suggestion in the prior art, it must indicate where such a 
teaching or suggestion appears in the reference." 

5 c. Additionally referring to the last paragraph on page 
12 of the Examiner's Answer, the italicized passage is noted 
which states "or that knowledge generally available to one of 
ordinary skill in the art would lead that individual to combine 
the relevant teachings of the references." However, Appellant 
observes no basis in the Examiner's Answer to support his 
unsupported conclusion that such knowledge was available to one 
skilled in the art. Just saying so without any support does not 
make it so. The long-felt need (coupled with the advantages 
derived therefrom), clearly overcomes the Examiner's assumption 
of obviousness. 

6. In the first full paragraph on page 13, in discussing 
impermissible hindsight, the Examiner states "In this case, 
Anderson teaches researchers want access to records which cannot 
effectively be made anonymous then every effort must be made to 
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inform the patient and gain his consent." This is merely an 
^clqiowledgment q£ the problem that Appellant'? invention solves 
and does not disclose or suggest any aspect of Appellant's 
claimed invention which solves this problem. Moreover, in 
additidn to being awkward in syntax and difficult to understand, 
Appellant .observes, no evidence to support a contention that there 
is no impermissible hindsight in an attempted combination with 
Evans . 

7 V With aspect to the second paragraph, on page 13, 
Appellant was only setting forth a hypothetical analogy to assist 
the E^aitiiner; in understanding the conditions^ 

8. With respect to the last paragraph on page 13 and its' 
Continuation at, the top of page 14* Appellant understands that 
the Examiner is required to show facts (extrinsic evidence) 
supporting his conclusion that the relevant knowiecigie w$s . within 
the level of those of ordinary skill in the art. Just a 
supposition based upon his belief (.without specific 
substantiation) is unsupportable . Please see In re Robertson 
Caboye) in wtuch, the Court stated at page 1951*. "In finding 
anticipation by inherency, the Board ignored the foregoing 
crltiQai principles^ .The Board made no attempt to show that the 
fastening mechanisms of Wilson that were used to attach the 
diaper to the wearer also 'necessariiy' discXos^d the. third 
separate fastening mechanism of claim 76 used to close the diaper 
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for disposal, or that an artisan of ordinary skill would so 
recognize. . It cited no extrinsic evidence so indicating." 
(Underscoring added) . Please also see the case of In re Bozek 
discussed below. 

9. The penultimate paragraph. on page 14 states that 
"Appellant appears to misinterpret the guidance given under MPEP 
2142" and "In particular, references v are evaluated by what they 
suggest to one versed in .the art, rather than. by their specific 
disclosures'^ (Citing In re Bozek , 163 USPQ 545, (CCPA, 19§9) . 
(Underscoring added) . This is patently incorrect. What the 
Court said was that a reference disclosure must be evaluated for 
ail that it fairly suggests and not only what is indicated as 
preferred. Appellant would^ also quote from the Bozek decision: 
"Having established that this knowledge was in the art, the 
examiner could then properly rely as put forth by the solicitor, 
on a conclusion of obviousness * from common knowledge and common 
sense of the person of ordinary. skill in the art without any 
specific hint or suggestion in a particular reference' ." 
(Underscoring added) . Therefore < one would conclude that before 
relying on such knowledge one must ESTABLISH that the knowledge 
exists in the art. That this has not been done in the instant 
prosecution is starkly evident from the foregoing and from the 
remainder of the record. 

In conclusion, it will be seen that the rejections advanced 
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by ttie, Examiner arje. u.nsuRporiable.i and -it is respeQtfuiiy 
requested that they be overturned and that the claims be allowed, 
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imperialism I import 




imperial 



lower lip and chin. Attics unperiale, imperial (after Napo- 
leon III).) 

invpe-ri-aMsm (in>pJr < S*Jr am) n. 1 . The policy of extending 
a nation's authority t? xpttorial acquisition or by the estab- 
lishment of economists* aoatical hegemony over other na- 
tions. 2. The system, ijcecaes. or practices of an imperial 

government. im-p3*t*o<* & ~ im-pe'ri-al-ls'tic adj. 

— invpe'ri.Gl-la'ti-ccK? , „ , 

imperial moth. A iajsa- World moth, Eactes tmpenalis, 
having yellow wings cifc s«rptish or brownish markings. 

Imperial Valley. A raEe* jo southeastern California and north- 
eastern Baja California. ^Sbmco. ■ 

im-porll (Im-per'ol) xr.x. ^ or -lllod, -IHng or -Ming. -ils. To 
put in peril; endanger. — 4oeov'il*mont n. 

im-pe*ri-ous (Im-ptr*e^ 1 • Domineering; overbeanng. 
2. Obsolete. Regal; impsii 3- Urgent; pressing. —Sec Syno- 
nyms at . dictatorial. fL tfP * anperidsus, from imperium. im- 
PERIUM.] — fm>pe'rKo=3Jti — invpe'ri-ous-ness n. 

im-per-lah-a-ble (Irn-iJert^o-baO Not perishable. — tin- 
per'ish-o-blKi-ty. {m-pC7^>o^>*o-neon n. — im-per'ish.e.bty adv. 

im-pe-ri-um (Im-plr'eVwn* ». M -porta (-ptr'e-a). 1. Absolute 
rule; supreme power A. A sphere of power or dominion; an 
empire. 3. Law. The rijfc* 0* power to employ the force of a 
state to enforce the Iro. tLatin. empire.] 

im-per-ma-nent (un-porta^iiant) adj. Not permanent; not 
lasting or durable. —tzn& 'roo-rtonce, im-per'ma.nen.cY n. 

im-per-me-a-ble (im-pto*B^b3l) adj. Not permeable. (Late 
Latin impermedbilis : Os not + permedbilis. permeable.] 
— invper'me.a'blo.neoo a — •nvpoKma.o.bly adv. 

im.per.mis-si.ble (lm'p*wnls'3-t»l) adj. Not permissible. 

— im'pGr-mio'oi-btKi-ty a. — - Im'por.mle'oi.blY adv. 

im*per*son*el (mi-pur's***!) adj. 1. Grammar, a. Denoting a 

verb that expresses the action of an unspecified agent and is 

used in the third person singular with no defined subject (as 

meseems) or a purely nominal subject (as snowed in it snowed). 

b. Indefinite. Said of pronouns. 2. o. Not personal; not related 

or connected to a person or persons: impersonal possessions, 

b. Exhibiting no emotion or personality. — invper'son-aKi-ty n. 

— im-poKcon-cMy adv. _ 
im*per-son»al*ize (Im-pur*»-n3-liz') tr.v. -izod, -tang, -fee*. To 

make impersonal. _ 
im-per-oon-ate (Im-pur'so-nat') tr.v. -mod, -oting, -atos. 1. To 

act the character or part of. 2. Archaic. To embody; personify. 

[in- (in) + person + -AID.) — im-per'son-ate (-nit) adj. — inv 

perWiVtion n invpor'oon-n'tor (-sa-n&'tar) n. 

irrt'per<tt*nenco (Im-purt'n-ww) n. Also im-per-ti.nen.cv (-an-se) 

pi -cios. 1. The quality or condition of being impertinent,, as: 

a. Insolence, b. Irrelevance. 2. An impertinent act, person. 

statement, or the like. 

im-par.ti.nQnt (Im-purfn-snt) adj. 1 . Impudent; presumptuous; 
rude. 2. Not pertinent; Irrelevant. (Middle English, irrele- 
vant, from Old French, from Late Latin impertinens : Latin in-. 
not + pertinens. PERTINENT.) — im-por'ti.nont-ly adv. 

im*per-turb*a*ble (Im'pw-tOr'ba-bol) adj. Not capable of being 
perturbed. See Synonymn ot coat. — im'por-turb'a-bn'i.ty, im - 
porturt/o-blo-nooo n. — im'pcr-turb'Q'bly adv. 

im-per-vi*ouo (Im-pur've-ao) adj- Incapable of being pene- 
trated. 2. Incapable of beiflfl affected. (Latin impervius i in-. 
not + pervius. pervious.) — fs»-por'vi.otio-lY adv. — im-pervi- 
otio-noss nv 

invpe-ti-go (im'pa-ti'go, AifQfi) n. A contagious skin disease 
characterized by superficial postules that burst and form char- 
acteristic thick yellow crt*£«0< [Latin impetigo, "an attack," 
from impetere. to assail, sttads- See impetuo.] 
im*pe*trate (Im'pa-trar/) tr<v- -crotod, •troting, -trates. 1. To 
obtain by entreaty or pctisica. 2. To beseech. [Latin im- 
petrdre. to accomplish ; fr- Catensive) + pat rare, to father, 
achieve, accomplish, frow? psser, father (see peter- in Ap- 
pendix*).] — im'po-tro'tfsa a- — hVpe-tro'tor (-tra'tor) n. 
invpet-u-os-i-ty (Im-peeb / ^^'»-te) /i.. pi -tioo. Also Inv pot- 
u-ous-noso (-as-nls). i. Tfc* duality or condition of being im- 
petuous. 2. An impetuses rffi — See Synonyms at temerity, 
im-pet.u-ous (Im-p&Jr'6V£& 1 • Characterized by sudden 
energy, emotion, or the Eictf; ampulsive; brash. 2. Having great 
impetus; rushing witb xnatsatsc: impetuous, heaving waves. 
[Middle English, from Cht flench impetueux, from Latin im- 
petudsus, from impetai. ca?*SUK-I — im-pet'o-ouo-ly adv. 
Synonyms: impetuaza^beadUss, hasty, headlong, sudden. These 
adjectives describe persona amc^heir actions and decisions when 
marked by abruptness or fc&2£ «of deliberation. Impetuous sug- 
gests impulsiveness, oipxscfcsnse. or lack of thoughtfulness. 
Heedless implies carcfasmsca lack of a sense of responsibility 



or proper regard for the tfrtwjceouences of action. Hasty and 
headlong both stress amT&s£ anion, and the latter especially 
implies recklessness. Sa&sesz. ?« applied to action or to personal 
attributes, such as mo«K- 3cat make themselves apparent 
abruptly or unexpcctcrflp- 

im-pe-tus (Im'pa-tas) a.. ^ --b=oo. 1.o. An impelling force; 
impulse, b. Sometbinn; ris£X-ica=ms; a stimulus. 2. Loosely, the 
force or energy xsnts: a moving body. [Latin, attack, 

from impetere, to »*«qm j^^sk : f/i-. against + peter e. to go 
toward, seek, attack (sotusss^JTi Appendix*).] 

Imp-hal (imp'hQl). Tlnr Manipur. Republic of India, 

in the central part of h™- -vf^rtcorv. Population, 100,000. 

im-pi-o-ty (Im-pi's-tc) j?- ^*=3- 1 • The quality or state of 
being impious. 2. Am ir mri " ir7f *cL 3. Undutifulness. 

im-pinge (Im-plnj') ban -*s=o=A -pinging, -pingeo. 1 . To col- 
lide; strike; dash. Uses -x*c2H- upon, or against. 2. To en- 
croach; trespass. Used; *s&Bi-sb=x ot upon. [Latin impinge re, to 
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push against : /ns against + pangere, to fasten, drive in t Sct 
pag- in Appendix*).] — im-pinge'ment n. — im-ping'er n . 

im-pi'OUS (im'pe-»s, Im-pi'-) aaj. 1 . Not pious; lacking rcver- 
ence; profane. 2. Lacking due respect. [Latin impius : in-, noi 
+ pius, PIOUS.] — im'pi-oua-ly adv. — im'pi-ous-ness n. 

imp-ish (Im'plsh) adj. Of or befitting an imp; mischievous. Sec 
Synonyms at playful. — imp / ish.|y adv. — imp'ish-nesa n. 

im-pla-ca-ble (Im-pla'k»-b9l, -plak's-bal) adj. 1 . Not placable 
incapable of appeasement; inexorable. 2. Unalterable: inflex- 
ible. [Latin impldcdbilis : in-, not + pldcdbitis, placabu.) 
— invpla'ca-bifi-ty, invpia / ca-ble-ness n. — im-pla'ca-bly adv. 

invplant (Im-planf, -plant') tr.v. -planted, -planting, -plants. 

1. To entrench or set in firmly, as in the ground; infix. 2. To 
establish decisively, as in. the mind or consciousness: instill; 
ingrain. 3. Medicine. To insert or embed surgically, as in 
grafting. — n. (Im'plant', -plant'). Something implanted: espe- 
cially, surgically implanted tissue. 

im-plan-ta-tion (Im'plan-ta'shan) n. 1 . An act or instance of 
implanting. 2. The condition of being implanted. 3. An im* 
planted object. 4. The attachment and embedding of the fer- 
tilized ovum in the uterine wall. 

im-plau-si-blo (Im-pld'za-bol) adj. Not plausible. — im-piau'si- 
biKi ty. im-plai/si-ble-ness n. — im-plai/si-bty adv. 

im- plead (im-pled') tr.v. -pleaded, -pleading, -pleads. To sue ii 
a court of law. [Middle English impleden, from Old French 
empleioWer : en- (intensive) + pleid(i)er, plead.] 

im.ple.ment (fm'pl>n»nt) n. 1 . A tool, utensil, or instrument. 

2. An article used to outfit or equip. 3. A means employed to 
achieve a given end; an agent. — See Synonyms at tool. — tr.v, 
(Im'pla-mentO implemented, -meriting, -menta. 1 . To provide 
a definite plan or procedure to ensure the fulfillment of. 2. To 
supply with implements. [Middle English, from Late Latin 
implementum> h tilling up, supplement, from Latin implere, to fill 
up, fulfill : in- (intensive) + plere, to fill (see pel- 0 in Appen- 
dix*).] — im'ple.men.ta'tion n. 

invpli-cate (Im'pH-kaY) tr.v. -catod. -eating, -cates. 1. To in- 
volve intimately or incriminatingly. 2. To imply. 3. Archaic. 
To interweave or entangle; entwine. [Latin implicdre : in-, in 
+ plicdre. to fold (see plek- in Appendix*).] 

im-pli-ca-tion (Im'pll-ka'shan) n. l.The act of implicating or 
the condition of being implicated. 2. The act of implying or the 
condition of being implied. 3. That which is implied, especially: 
a. An indirect indication, b. An inference. 

im-pli-ca tive (Im'pll-ka'tlv) adj. Also Im-pli-ca-tory (-ka-tor'e. 
-tor'e). Having a tendency to implicate. — im'pli.ca'tive-ty adv. 

im-plioit (Im-pHs'It) adj. 1. implied or understood although 
not directly expressed: His anger was implicit. 2. Inherent or 
contained in the nature of something although not directly ex- 
pressed. Used with in: Suspicion is implicit in such a tone oj 
voice. 3. Having no doubts or reservations; unquestioning: Her 
trust in him was implicit. [Latin implicitus, earlier implicate, 
involved, entangled, from the past participle of implicdre, to 
involve, implicate.) — im-plic'lt-ly adv. — im-plic'it.neas n. 

im-plied (Im-plid') adj. Suggested, involved, or understood al- 
though not clearly or openly expressed. 

im-plode (Im-pldd') v. -ptoded. -ploding, -plodos. — intr. To 
undergo implosion. — tr. Phonetics. To pronounce by implo- 
sion. (IN- (in) + (EX)PLODE.] - 

invplore (Im-pldr', -pldrO v. -plored. -ploring, -plores- —tr. 
1 . To appeal to in supplication; entreat; beseech: / implore you 
to have mercy on the defendant. 2. To plead or beg for urgentlv. 
/ implore your mercy, -—intr. To make earnest appeal. — s« 
Synonyms at beg. - [Latin implordre, to invoke with tears : 
in + plordre. to weep, lament (perhaps imitative).] — im pio* 
ra'tion n. — im-plor'er n. — im- plowing- ry adv. 
im-plo-aion (im-plo'zhan) n. 1. A more or less violent collapse 
inward, as of a highly evacuated glass vessel. 2. Phonetics, i n c 
stopping of the breath in the formation of a stop consonant. 
Compare plosion, [in- (in) + (ex)plosion.] . 
im-plo-srve (Im-plo'slv) adj. Phonetics. Pronounced by implo- 
sion n. Phonetics. A consonant pronounced by implosion. 

im-ply (Im-pli') tr.v. -plied, -plying, -plies. 1. To involve or sug- 
gest by logical necessity; entail: His aims imply a good « ea ' 
energy. 2. To say or express indirectly; to hint; suggest: «' 
tone implied a malicious purpose. 3. Obsolete. To cntang'c 
—See Synonyms at suggest. —See Usage note at infer. |J»iu 
die English imp lien, emplien, from Old French empher. iro» 
Latin implicdre, infold, involve, implicate.] 
im-po-lite (Im'pa-lit') aaj. Discourteous; unmannerly: not 
lite. [Latin impolitus, unpolished : in-, not + politus. poiisncu 
POLITE.] — im'po-lite'ly adv. — im'po-lite'nesa n. . 
im-pol*i-tic (lm-p6l'3-tlk) adj. Not wise or expedient; not 
itic. — im-pol'i-tic-ly adv. — im-poKl-tic-ness n. . 
im-pon-der-a-ble (Im-pon'dor-^bal) aaj. Incapable of bemj 
weighed or measured with preciseness. — im-pon'der*a.bie.n 
n. — im-porr*der*a-bly adv. _ . -r 0 

im.pone (Im-p6n') tr.v. -poned. -poning, -pones. Obsolete.^ ^ 
wager or stake. [Latin imponere, to place on : 
ponere, to place (see apo- in Appendix*).] 
im-port (Im-pdrt', -p6rt', Im'pdrt', -port') v. -ported. -P 0 "™ 
•ports. — tr. 1. To bring or carry in from an outside sou. ^ 
especially, to bring in (goods) from a foreign country foi ■ 
or sale. 2. To mean; signify. 3. To imply. 4. Archaic, ion 
meaning for. —intr. To be significant. —See Synonyms 
mean (convey sense). — n. (Im'pdrt', -port'). }- Abbr J!Z 
Something imported. 2. The occupation of import * 

3. Meaning; signification. 4. Importance; significance: £ 
man's import is small/ Beside the turbine, his rewards are sux 
(Howard Baker). —See Synonyms at importance. mean 



rMiddte English importen, from 
+ portd re, to carry 
jm-nort'o.bU'i'ty n. ^im port' 
^oJCtanco (im-por'tans) n. 1 
ZS£ important; significance; coi 
^irifi 3. Obsolete. An im- 
5SB; import. 6. Obsolete. I 
Anonyms: importance, const 
ESnhVweight. These nouns refe 
S^'iT innuential or worthy 
^ooriance, tbx most general te 
of the others, although 
^{Consequence is especially l 
Rotable rank or position and 
St2 ^respect to what follows th 
implies .mportar 
Sfapparent. Significance and. 
"Sffoften not- readily appart 
Sing or value. Weight ? fr 
SSuation-or judgment of imp. 
i^ortarit (Im-pdr'tant) adj. 
IJKKS weight or value; significan 
ofhaving an air of great weigh 
SSbsolite. Importunate [Old 1 
5on*%e; from Medieval Latin 
tggrire. to mean, be jignif. 
ZSoKT.} —im-por'tant-ly adv 
*Vioso: Important, rather th 
-«i^ed by most gramrnana 
Auction: His research has I 
theories: more important, it sup 
$&an\<important is thus constr. 
%at is more important, with w 
vThouffh importantly is not de. 
S^eS in such sentences. It 
*pSnportant in the preceding exa> 
; tbe Usage Panel. _ 
^bS^-tion (Im'poMa'shar 

ttSS« ,busincss of ,mport ' 

ithnpofL^*"*'' ** " . — 
-tofpor-tu-rtate (im-pdr'choo-i 

abfeTpersistent in request or 
'4=-4m"-pOf'tu-nate-ne8S -n.'. ■ 
, .to^tune (Im'p6NoonV -i 
^4uS« -tunes. I.To bese 
1 ?SB' 2. Obsolete. To as! 
AX Obsolete. To annoy; vex. 
^■Importunate. [Medieval La- 
^from'tLatin importunus, wi> 
^•jiniitHinsuitable : in-, not -l 
^S^endix*).l -im por-tune 
J bii-pcT*tu.ni.ty (Im'pdr-too 
«ljsor/Fhe act of importumm 
Spwtunate. 2. Plural. Insi 
itm.pboo(lm-p6z') v. -pouod. 
— ■ ^ apply *as compulse 
imposed now constitutes apr* 
^prevail by or as if by authon 
ifefetlexample) upon another ■ 
retype. or plates) on an impt 
* ^UrinB^ on others: He impost 
;iTg,take unfair advanUge o 
»Qlbr. upon. [Old French 
-participle impositus), to put 
Mseeiopo- in Appendix*).] 
jjhntpaa-lng (Im-po'zlng) aaj 
-^onyros at grand, 
ib^ooing otone. Printing. 
Immaterial - to be printed is 

xta«6>si-tion (1m'p»-zlsn 
Something imposed, a 
^Printing. The arrangem 
""" " e of pages. 

Kwa-si-bil-i-tY (Im-pos : 
Jpam or quality of being i 
^^pos-si-ble (Im-pos'>b? 
ffetoening. 2. Having litt 
tsaccoxnplished. 3. Unaccei 
"^^or; .tolerated. [Mid< 
n impossibilis : in-, n* 
(y adv. 



--«T«mrti (Im'pasf) n. 1.. 
^%. duty. 2. The weight 
,*£ftcsec [Old French, fro 
sEtipn impositus. past par 
>^post a (Im'post') n. A, 
■ tiwihamn or pillar suppor 
Italian imposta. from L 
' '"^'~tre, impose.] 
^ .Voa-tor (Im-p6s'ur)« 
f >iS«ned identity. [Old F 
-tPOBlikor, from Latin im 

: £?g«-i 

tJtSSynonyms: impostor, 
- J K toarlatan. These nouns < 
,,VA " what they are or 
-^usuil An impostor assi 
purpose of deceiving. A 



a pnt/a pay/ar enre/a fatesftir^/ch church/d deed/e pet/g be/f fife/g gas/h hat/hw which/I pit/i pie/lr pier/j judge/k hifj/l 1 ^/ 
needle/m mum/n co, sia3dfc=»?^E thing/6 pot/6 toe/6 paw, for/oi noise/ou out/6o took/6T> bool/p pop/r roar/s sauce/sh snip, « 



lid. 1 V ■ ^ht/th thin, paih/lA 
i,!,/ | f ^iFr,;nmi/ce Fr. feu, Get 
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